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mark which is known to a substantial segment of the relevant

public in the sense of being associated with the particular

goods or services. It has often been suggested that a special ca-
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nized. Famous marks are considered to have a higher degree

of reputation than well-known marks and therefore deserve a

broader scope of protection against unauthorized use on non-

competing goods or services".(""

Saorall’ s il Glany alisse ugeldl Bay B edll ALA" LK San”
Aol aldall (5 Glew (s oo ) Soaalst el Gl e
oo B dayd gal Lgyme wilS 13 Bl L8ls Ll L) oy oSas
F s Lo LS B ot o ey Taipe b gl lo inall 5 ppand
alodall Lax sedl Dils el e Lald Bd e 8sedel cledal
3aiad il Lhnan Dals o 5ol Dxils alodall o fam el 5 seial
Slasally sl e a4 poaall st ALATaY! 0 Blaadl G sl Gl
O bl

Frederick W. Mostert, Well Known and Famous Marks: Is Harmony Possible (YY)
in the Global Village?, 86 T.M.R. 103 (1996) p. 115.

JEa 13a SIS Laa s (YY)

L prorj1 s Ligillilan



AN saad o aby el

Sosetiall Lodal s 3530 05 oda Sl dgasl (asy aly JoRN ey ales
Sla®ll Lol kil oKe Enedd dans 5 308 9a Snedd dwla Ly
oy LwsT Sl o LGS W da o ;m O e oldall LAy ey
Secondary il daulsy 3udad e ciSel ol sia (795, sl Lol
Dl jime SN 5,LaY) 8 Bt Luladl L)) dady oe ahas Function
Ssedal el celliul 3 Zdlay) kg ("Source Distinction
el oy 3 St Ul oo Za3llly GAL3 Cia lo Lps o Leidas
Jo~ &9—“‘:‘\9‘@5\93 S Sl Ll aley VI LMl oia
ass doo base alle 33 GluiS) e Wi (sl Sa¥1 satuns S allal
A5 U L Bk adye e cledall e gl 1ia Zme (Mlgiaey saass
Sl | sgan Jail Lo Tl

Community Trade Mark Llasll clodall aladl Lgos¥) aoadl
Sl Tl sl 1) s Daawd I3 T LY Lzl (MRegulation
ALl spanl sl Ligrne cmnialy Bsaey draw Sl (3 L o Zaawd
RIS TSI PP I PSR SV PRS- PO [ R POCREG I e
Lane Sgall dnilal L o Gon 3 dlileall ué adadl U5 (e ia gy
(g Laaly Tl cladl 13 G ellgmay) s

LA 5Ss of saas ¥ cliaweall 8 COEAY) lia o @l ge wila s
oo il 13 Llaa leale A5 guf@dsml poaliall 5 GNERYI s Lok

Frederick W. Mostert, Well Known and Famous Marks: An International (Y¢)

Analysis, London: Butterworths, 1997, p. 270.

Tbid. (Y2)

Tbid. )

Ha Th Nguyt Thu, Well-Known Trademark Protection: Reference to the (YV)

Japanese experience, a study sponsored by the World Intellectual Property

Organisation, 2010, p. 8.
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L:2009:078:0001:0042:En:PDF > .
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Marcus H.H. Luepke, Taking Unfair Advantage or Diluting a Famous Mark- (YV)
A 20/20 Perspective on the Blurred Differences Between U.S. and E.U. Dilution

Law, 98 Trade Mark Reporter (The Law Journal of the International Trade

Mark Association), issue 3, p. 8 (2008).

Clark W. Lackert, Famous Marks: Dilution from an International Perspective, (\‘Y)
10 Int’l Q. 308, 310 (1998).
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Frederick W. Mostert, Well Known and Famous Marks: An International (\‘i)
Analysis, supra, p. 21.
See, Lanham Act 1125 (¢)(2)(A). This Act can be accessed by visiting the link: ~ (Yo)
http://www.law.cornell.edu/uscode/15/1125.html.
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"In determining whether a trademark is well-known,
Members shall take account of the knowledge of the trade-
mark in the relevant sector of the public, including knowledge
in the Member concerned which has been obtained as a result
of the promotion of the trademark".("™")
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1 - the degree of knowledge or recognition of the mark in the relevant
sector of the public;

2 - the duration, extent and geographical area of any use of the mark;

3 - the duration, extent and geographical area of any promotion of the
mark, including advertising or publicity and the presentation, at
fairs or exhibitions, of the goods and/or services to which the mark
applies;

4 - the duration and geographical area of any registrations, and/or any
applications for registration, of the mark, to the extent that they
reflect use or recognition of the mark;

5 - the record of successful enforcement of rights in the mark, in
particular, the extent to which the mark was recognized as well

known by competent authorities;

6 - the value associated with the mark.
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"...the Interneltional Trademark Association en(forses con-

sideration of the following factors as criteria for establishing a
“well-known” mark:

a - The amount of local or worldwide recognition of the mark.

b - The degree of inherent or acquired distinctiveness of the mark.

¢ - The local or worldwide duration of use and advertising of the
mark.

d - The local or worldwide commercial value attributed to the mark.

e - The local or worldwide geographical scope of the use and

advertising of the mark.
f - The local or worldwide quality image that the mark has acquired.

g - The local or worldwide exclusivity of use and registration attained
by the mark, and the presence or absence of identical or similar
third party marks validly registered for or used on identical or

similar goods and services".(*")
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http://www.inta.org/Advocacy/Pages/WellKnownMarksProtection.aspx.
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"In determining whether a trademark is well-known, ac-
count shall be taken of the knowledge of the trademark in the
relevant sector of the public, including knowledge in the Partys
territory obtained as a result of the promotion of the trade-
mark. No Party may require that the reputation of the trade-

mark extend beyond the sector of the public that normally
deals with the relevant goods or services".
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Catherine Colston, Principles of Intellectual Property Law (London: Cavendish, (£A)
2003), 2nd ed., p. 395.
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Journal of Legal Studies 2005, p. 1, at p. 14; Anne-Marie Mooney Cotter (ed.),
Intellectual property law (London: Cavendish, 2003) p. 18.
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2008, p. 1379.
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See generally, Bernadin v. Pavilion Properties [1967] RPC 581; Anheuser-Busch (Vo)
Inc. v. Budejovicky Budvar NP [1984] FSR 413.

See generally, ConAgra Inc. v. McCain Foods (Aust) Pty. Ltd. 23 IPR 193, (V1)
(New South Wales District Court, 1993); McDonalds case in South Africa
(Case. No. 547/95, Supreme Court of South Africa, August 27, 1996).
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Trademark dilution is based not on the notion of protect-
ing consumers from deception, but on protecting mark owners
from a possible diminution in the value of their marksA The
theory of dilution ... is that a second use of a well-known
mark, even where the second use does not confuse consumers,
gradually erodes the unique symbolism of that mark. Over
time, many such uses erode the unique connection between a
well-known mark and goods produced by the marks owner.
Once that connection is partially severed by the presence of
other (usually non-competing or nonsimilar goods with the
same brand name, the value of the trademark as a marketing
device is eroded ... The injury is the reduced marketing value
of the mark, rather than confusion in the marketplace.""
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David S. Welkowitz, Protection against trademark dilution in the U.K. and (A\)

Canada: Inexorable trend or will tradition triumph? 24 Hastings International
& Comparative Law Review, 2000, 63-124, 67-68.

prorr/1 s g ll Lo - NS



s gl syl ASLaal (8 3 gl aSLit & jlail) Ledall ZaBLLl alsayl

o pladll e dllgtuall Llan asede o Guad clodlall Clais] fase s
Clas) agilede Tad Go GalEBY) Jlaal e cledal Claal Tlea 5556 Ll
g al oy a Sseal Dils Lol Lul alidia) A e dass Ll
3ol il e LA MA G Gy Tl Suime Li Gl 3 ellgiaaal)
Sl Lails Ll G Lee g5 o Byl dall 23S c3gll S50 po -Ladall
oo lpalins Tl Lujs 3l dhall sia 35 symass oMol ol 3l dgally
Lad b felie J Ludlie ,é alu le Ldall aig il aladial YA
G ool lan] DA e s Y Ulall sda 5 gandll b sad SIS LoMall
LY £as e i) A e
sLadl 8 bl 8yl Zails Ljlasl clodlall Llaall fyo p il 13 san
Anti GlasY! e Lodal dlen e o ipld Tose ) ol Lyl
LY Lo, ey LB Joull oplys u_fi_@l lia s .ADDilution
oloall Tasall 138 0o 1558 a1 e .WLJJ Liossl o LuseY) sunial

il Gaas e D3,50 sda IS Lea s (AY)
Elizabeth Karnezos, Trademarks: A Social Perspective, in Jan M. Broekman & (AY)
Francis J. Mootz III (eds.), The Semiotics of Law in Legal Education (Dordrecht;
London: Springer, 2011) p. 208; J. Thomas McCarthy, Introduction to the
dilution doctrine. In J. Thomas Mccarthy (ed.),Mccarthy On Trademarks And
Unfair Competition, 4th ed. 2010, p. 67; Richard A. Spinello, and Herman T.
Tavani, Intellectual Property Rights: From Theory to Practical Implementation,
in Richard A. Spinello, and Herman T. Tavani, ed., Intellectual Property Rights
in a Networked World: Theory and Practice, Hershey, Pa.; London: Information
Science, 2005 Hershey, 1-66, at 46.
Rouse Melanie Zhu and Cecilia Zhou, Anti Dilution: a powerful tool for well (Ai)
known mark protection in China, 25 China Law & Practice, issue 3, March 2011;
Yougen Li, Analysis of the Impact of the Dilution Theory on Ruling of
Trademark Cases: Research on 100 Judgments of Well-Known Trademark cases,
5 Front. Law China, 2010, issue 1, p. 27; Felicity Hide and Birgit Clark, ECJ
clarifies dilution test for well-known brands, 153 Managing Intellectual Property,
2009; Wong, Kevin, Lau, Nathan, Well-Known Brands Enjoy Better Protection,
Managing Intellectual Property Brand Management Yearbook, 1 March 2005.
L*,:.Jl Llaatl ada djsiuws pae dony Llaadl 0o g ill 1aa N da g aBill o LISH lia
sia Jsa closlaall o wyell Trademark Dilution Act 2006 (58 3 Lasums aal

Lo gae Lkl Aewal

Brian A. Jacobs, TRADEMARK DILUTION ON THE CONSTITUTIONAL
EDGE, 104 COLUMBIA LAW REVIEW, 2004, p. 104.
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Frank Schechter, The Rational Basis of Trademark Protection, 40 Harvard (AO)
Law Review, 813 (1927).
Lagee Sl (AY)

Robert A. Peterson, Karen H. Smith, Philip C. Zerrillo, Trademark Dilution
and the Practice of Marketing, Journal of the Academy of Marketing Science.
Volume 27, No. 2, 1999, pages 255-268, at p. 256.

b cleglaall o wabel  (AY)
Jacob Jacoby, Considering The Who, What, When, Where And How Of Measuring
Dilution, 24 Santa Clara Computer & High Tech. L.J. 2008, p. 601, at 602; Gene
K. Landy, The IT/Digital Legal Companion [Electronic Book]: A Comprehensive
Business Guide To Software, Internet, And IP Law: Includes Contracts And Web
Forms (Amsterdam; Boston: Syngress/Elsevier, 2008) at p. 83.

Losac 1 Sopa¥l o lal B3y Lileas wledadl o g sill 138 e closlaall o aipall
Gregory J. Befttersby, Coping with Infringements and Counterfeits, 31 The
Licensing Journal, issue 3, 2011, p. 19, 23; Layne T Smith, Tarnishment and
the FTDA: Lessening the Capacity To Identify and Distinguish, 2 Brigham
Young University Law Review, 2004, p. 825, 828; John Shahar Dillbary,
Famous Trademarks, Snobbism And Anti Dilution: An Economic Analysis,

S.J.D. Dissertation, Submitted to the School of Law Chicago, June 2007, p. 38;
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Brian W Esler, The Dilution Debate: A New Federal Law Gives Extra =
Protection to Famous Trademarks, Computer and Internet Lawyer; Mar 2008,

Vol. 25, Number 3, p.17; Steve O’Brien, Winning Back a Famous or Well-
Known Trademark, ntellectual Property & Technology Law Journal; Jan 2005;

Vol. 17, Number 1, 24; Daniel E Mangis; When alsmost famous just isn’t
famous enough: Understanding fame in the Federal Trademark Dilution Act

As a Term of Art Requiring Minimal Distinctiveness, 21 The Review of
Litigation, Issue 2, 2002, p. 455, 460; Mark A. Lemley & Mark P. McKenna,
Owning Mark(Et)S, 109 Michigan Law Review (2010), 137, 142; Mary
LaFrance; Gail H Cline, Identical Cousins?: On The Road With Dilution And

The Right Of Publicity, 24 Santa Clara Computer and High - Technology Law
Journal, Issue 3, 2008, p. 601, 608.

Toys "R" Us v. Akkaoui, 40 U.S.P.Q.2d (BNA) 1836 (N.D. Cal. 1996). The (AN)
full text of the court’s decision can be found on a web site maintained by the
Berkman Center for Internet & Society at the Harvard Law School using the

below link.

http://cyber.law.harvard.edu/metaschool/fisher/domain/dncases/toysrus.htm

Stacey L. Dogan, What Is Dilution, Anyway?, 105 Michigan Law Review FL,  (A4)
2006, 103 at 104.
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